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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 19-27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims are directed towards and "an 
apparatus" composed of "a BIOS firmware component" and "an update firmware 
component containing a firmware update utility". This is a program per se and is non- 
statutory subject matter. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Christeson et al., U.S. Patent 5,579,522, hereinafter referred to as "Christeson", in view 
of Wu et al., U.S. Patent 6,732,267, hereinafter referred to as "Wu". 
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5. Referring to claim 1, Christeson teaches a method of dynamically updating BIOS 
firmware parts that includes both normal BIOS and recovery BIOS and using an 
additional BIOS region to extend the system BIOS memory area, this is interpreted as 
adding a new initiation module to a BIOS firmware of a computing system, the BIOS 
firmware having a plurality of initiation modules including recovery initiation modules for 
recovery of the computing system and non-recovery modules (See Col. 1, lines 25-45 
and Col. 2, lines 15-57). 

Christeson also discloses storing BIOS instructions in the flash memory. The 
BIOS includes both a normal BIOS in one memory block and recovery BIOS in another 
area of the flash memory, or the "designated" recovery area of the flash memory. 
Christeson teaches updating the BIOS including the recovery portion. Christeson also 
teaches dynamic updating the BIOS including separately updating the recovery BIOS. 
By placing an update in the recovery BIOS, the dynamic update is determined, or 
"automatically evaluated", to be a recovery module and is thus designated as such. A 
non-recovery module would not be placed in the recovery BIOS and thus would not be 
designated as a recovery module. This is interpreted as automatically evaluating the 
new initiation module and designating the new initiation module as a recovery initiation 
module if the new initiation is required for the recovery of the computing system (See 
Col. 2, lines 41-57). 

Christeson does not teach the computer system having an extensible firmware 
architecture, however Christeson does teach about updating the BIOS, rebooting in the 
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process, and allowing for the BIOS region to be extended (See Col. 2, lines 41-57 and 
Col. 12, lines 50-57). Wu teaches updating a system BIOS which includes a Extensible 
Firmware Interface (See Col. 3, lines 45-52). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the BIOS update of 
Christeson with the EFI of Wu. This would have been obvious to one of ordinary skill in 
the art at the time of the invention to do because the EFI is dedicated to the booting 
environment and supporting BIOS updating (See Wu, Col. 3, lines 45-52). 

6. Referring to claim 2, Christeson and Wu disclose all the limitations (See rejection 
of claim 1) including have a block containing all the recovery BIOS, and all parts of the 
BIOS in the recovery block are part of the recovery BIOS, this is interpreted as 
designating the new initiation module as a recovery initiation module if another recovery 
initiation depends upon the new initiation module (See Christeson, Col. 2, lines 52-57). 

7. Referring to claim 3, Christeson and Wu teach all the limitations (See rejection of 
claim 2) including a recovery mode that executes the recovery BIOS, this is interpreted 
as executing only recovery initiation modules in an event of a recovery restart (See 
Christeson Col. 3, lines 16-25). 

8. Referring to claim 4, Christeson and Wu disclose all the limitations (See rejection 
of claim 2) including updating the BIOS, this interpreted as an updated recovery 
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initiation module added to the BIOS firmware to replace an outdated recovery initiation 
module (See Christeson, Col. 2, lines 15-20). 

9. Referring to claim 5, Christeson and Wu teach all the limitations (See rejection of 
claim 3) including the verification of the flash memory area, this is interpreted as 
automatically evaluating at least one of the recovery initiation modules (See Christeson, 
Col. 3, lines 26-35). Christeson discloses updating the BIOS including recovery BIOS, 
this interpreted as removing the recovery initiation module designation from at least one 
of the recovery initiation modules if the designation is solely due to dependence thereon 
by the outdated recovery initiation module (See Col. 2, lines 15-20 and lines 52-57). 

10. Referring to claim 6, Christeson and Wu teach all the limitations (See rejection of 
claim 1) including locking the recovery BIOS, this is interpreted as wherein the recovery 
initiation modules are rendered unalterable (See Christeson, Col. 2, lines 52-54). 

1 1 . Referring to claim 7, Christeson and Wu disclose all the limitations (See rejection 
of claim 6) including the recovery BIOS being located in non-volatile memory, this is 
interpreted as the initiation module reside in a fault-tolerant firmware block (See 
Christeson, Col. 2, lines 15-20). 

12. Referring to claim 8, Christeson and Wu teach all the limitations (See rejection of 
claim 7) including a block of code reference numbers "202", "203", "204" and "205" that 
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add up to 64KB and contains the recovery BIOS, this is interpreted as the recovery 
initiation modules contained in a 64 kilobyte block of code (See Christeson, Fig. 2). 

13. Referring to claim 9, Christeson and Wu teach all the limitations (See rejection of 
claim 1) including discloses the recovery being used because of a corruption from 
power failure or other reasons, this is interpreted as recovery of the computing system 
is necessitated by an event selected from the group consisting of power failure, 
hardware failure, and security error (See Christeson, Col. 3, lines 1-4). 

14. Referring to claim 10, Christeson teaches a computer readable medium 
containing instructions when executed on processor performs a method of dynamically 
updating BIOS firmware parts that includes both normal BIOS and recovery BIOS and 
using an additional BIOS region to extend the system BIOS memory area, this is 
interpreted as adding a new initiation module to a BIOS firmware of a computing 
system, the BIOS firmware having a plurality of initiation modules including recovery 
initiation modules for recovery of the computing system and non-recovery modules (See 
Col. 1, lines 25-45 and Col. 2, lines 15-57). 

Christeson also discloses storing BIOS instructions in the flash memory. The 
BIOS includes both a normal BIOS in one memory block and recovery BIOS in another 
area of the flash memory, or the "designated" recovery area of the flash memory. 
Christeson teaches updating the BIOS including the recovery portion. Christeson also 
teaches dynamic updating the BIOS including separately updating the recovery BIOS. 
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By placing an update in the recovery BIOS, the dynamic update is determined, or 
"automatically evaluated", to be a recovery module and is thus designated. as such. A 
non-recovery module would not be placed in the recovery BIOS and thus would not be 
designated as a recovery module. This is interpreted as automatically evaluating the 
new initiation module and designating the new initiation module as a recovery initiation 
module if the new initiation is required for the recovery of the computing system (See 
Col. 2, lines 41-57). 

Christeson does not teach the computer system having an extensible firmware 
architecture, however Christeson does teach about updating the BIOS, rebooting in the 
process, and allowing for the BIOS region to be extended (See Col. 2, lines 41-57 and 
Col. 12, lines 50-57). Wu teaches updating a system BIOS which includes a Extensible 
Firmware Interface (See Col. 3, lines 45-52). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the BIOS update of 
Christeson with the EFI of Wu. This would have been obvious to one of ordinary skill in 
the art at the time of the invention to do because the EFI is dedicated to the booting 
environment and supporting BIOS updating (See Wu, Col. 3, lines 45-52). 

1 5. Referring to claim 1 1 , Christeson and Wu disclose all the limitations (See 
rejection of claim 10) including have a block containing all the recovery BIOS, and all 
parts of the BIOS in the recovery block are part of the recovery BIOS, this is interpreted 
as designating the new initiation module as a recovery initiation module if another 
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recovery initiation module depends upon the new initiation module (See Christeson, 
Col. 2, lines 52-57). 

16. Referring to claim 12, Christeson and Wu teach all the limitations (See rejection 
of claim 10) including a recovery mode that executes the recovery BIOS, this is 
interpreted as executing only recovery initiation modules in an event of a recovery 
restart (See Christeson, Col. 3, lines 16-25). 

17. Referring to claim 13, Christeson and Wu disclose all the limitations (See 
rejection of claim 11) including updating the BIOS, this interpreted as an updated 
recovery initiation module added to the BIOS firmware to replace an outdated recovery 
initiation module (See Christeson, Col. 2, lines 15-20). 

18. Referring to claim 14, Christeson and Wu teach all the limitations (See rejection 
of claim 13) including the verification of the flash memory area, this is interpreted as 
automatically evaluating at least one of the recovery initiation modules (See Christeson, 
Col. 3, lines 26-35). Christeson discloses updating the BIOS including recovery BIOS, 
this interpreted as removing recovery initiation module designation from a least one of 
the recovery initiation modules if the designation is solely due to dependence thereon 
by the outdated recovery initiation module (See Col. 2, lines 15-20 and lines 52-57). 
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19. Referring to claim 15, Christeson and Wu teach all the limitations (See rejection 
of claim 10) including locking the recovery BIOS, this is interpreted as wherein the 
recovery initiation modules are rendered unalterable (See Christeson, Col. 2, lines 52- 
54). 

20. Referring to claim 16, Christeson and Wu disclose all the limitations (See 
rejection of claim 15) including the recovery BIOS being located in non-volatile memory, 
this is interpreted as the initiation module reside in a fault-tolerant firmware block (See 
Christeson, Col. 2, lines 15-20). 

21 . Referring to claim 17, Christeson and Wu teach all the limitations (See rejection 
of claim 16) including a block of code reference numbers "202", "203", "204" and "205" 
that add up to 64KB and contains the recovery BIOS, this is interpreted as the recovery 
initiation modules contained in a 64 kilobyte block of code (See Christeson, Fig. 2). 

22. Referring to claim 18, Christeson and Wu disclose all the limitations (See 
rejection of claim 10) including the recovery being used because of a corruption from 
power failure or other reasons, this is interpreted as the recovery of the computing 
system is necessitated by an event selected from the group consisting of power failure, 
hardware failure, and security error (See Christeson, Col. 3, lines 1-4). 
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23. Referring to claim 19, Christeson teaches a apparatus for dynamically updating 
BIOS firmware parts that includes both normal BIOS and recovery BIOS and using an 
additional BIOS region to extend the system BIOS memory area, this is interpreted as 
adding an initiation module to a BIOS firmware of a computing system, the BIOS 
firmware having a plurality of initiation modules including recovery initiation modules for 
recovering of the computing system and non-recovery modules (See Col. 1, lines 25-45 
and Col. 2, lines 15-57). 

Christeson also discloses storing BIOS instructions in the flash memory. The 
BIOS includes both a normal BIOS in one memory block and recovery BIOS in another 
area of the flash memory, or the "designated" recovery area of the flash memory. 
Christeson teaches updating the BIOS including the recovery portion. Christeson also 
teaches dynamic updating the BIOS including separately updating the recovery BIOS. 
By placing an update in the recovery BIOS, the dynamic update is determined, or 
"automatically evaluated", to be a recovery module and is thus designated as such. A 
non-recovery module would not be placed in the recovery BIOS and thus would not be 
designated as a recovery module. This is interpreted as automatically evaluating the 
new initiation module and designating the new initiation module as a recovery initiation 
module if the new initiation is required for the recovery of the computing system (See 
Col. 2, lines 41-57). 

Christeson does not teach the computer system having an extensible firmware 
architecture, however Christeson does teach about updating the BIOS, rebooting in the 
process, and allowing for the BIOS region to be extended (See Col. 2, lines 41-57 and 
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Col. 12, lines 50-57). Wu teaches updating a system BIOS which includes a Extensible 
Firmware Interface (See Col. 3, lines 45-52). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the BIOS update of 
Christeson with the EFI of Wu. This would have been obvious to one of ordinary skill in 
the art at the time of the invention to do because the EFI is dedicated to the booting 
environment and supporting BIOS updating (See Wu, Col. 3, lines 45-52). 

24. Referring to claim 20, Christeson and Wu disclose all the limitations (See 
rejection of claim 19) including have a block containing all the recovery BIOS, and all 
parts of the BIOS in the recovery block are part of the recovery BIOS, this is interpreted 
as designating the initiation module as a recovery initiation module if another recovery 
initiation module depends upon the new initiation module (See Christeson, Col. 2, lines 
52-57). 

25. Referring to claim 21, Christeson and Wu teach all the limitations (See rejection 
of claim 20) including a recovery mode that executes the recovery BIOS, this is 
interpreted as executing only recovery initiation modules in an event of a recovery 
restart (See Christeson, Col. 3, lines 16-25). 

26. Referring to claim 22, Christeson and Wu disclose all the limitations (See 
rejection of claim 20) including updating the BIOS, this interpreted as an updated 
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recovery initiation module added to the BIOS firmware to replace an outdated recovery 
initiation module (See Christeson, Col. 2, lines 15-20). 

27. Referring to claim 23, Christeson and Wu teach all the limitations (See rejection 
of claim 21) including the verification of the flash memory area, this is interpreted as 
automatically evaluating at least one of the recovery initiation modules (See Christeson, 
Col. 3, lines 26-35). Christeson discloses updating the BIOS including recovery BIOS, 
this interpreted as removing the recovery initiation module designation from all initiation 
modules designated as recovery initiation modules solely due to dependence thereon 
by the outdated recovery initiation module (See Col. 2, lines 15-20 and lines 52-57). 

28. Referring to claim 24, Christeson and Wu teach all the limitations (See rejection 
of claim 19) including locking the recovery BIOS, this is interpreted as wherein the 
recovery initiation modules are rendered unalterable (See Christeson, Col. 2, lines 52- 
54). 

29. Referring to claim 25, Christeson and Wu disclose all the limitations (See 
rejection of claim 24) including the recovery BIOS being located in non-volatile memory, 
this is interpreted as the initiation module reside in a fault-tolerant firmware block (See 
Christeson, Col. 2, lines 15-20). 
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30. Referring to claim 26, Christeson and Wu teach all the limitations (See rejection 
of claim 25) including a block of code reference numbers "202", "203", "204" and "205" 
that add up to 64KB and contains the recovery BIOS, this is interpreted as the recovery 
initiation modules contained in a 64 kilobyte block of code (See Christeson, Fig. 2). 

31. Referring to claim 27, Christeson and Wu disclose all the limitations (See 
rejection of claim 19) including the recovery being used because of a corruption from 
power failure or other reasons, this is interpreted as the recovery of the computing 
system is necessitated by an event selected from the group consisting of power failure, 
hardware failure, and security error (See Christeson, Col. 3, lines 1-4). 

Response to Arguments 

32. Applicant's arguments filed 28 December 2006 have been fully considered but 
they are not persuasive. 

33. Concerning the 35 U.S.C. 101 rejection of claims 19-27, the claims are directed 
towards and "an apparatus" composed of "a BIOS firmware component" and "an update 
firmware component containing a firmware update utility". This is a program per se and 
is non-statutory subject matter. The Examiner suggests including a limitation such as "a 
ROM" and where the "BIOS firmware component" and "update firmware component 
containing a firmware update utility" are stored on the ROM. 
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34. Concerning the 35 U.S.C. 103(a) rejection of claims 1-27. The Applicant argues 
that Christeson and Wu does not teach having recovery and non-recovery modules or 
initialization modules. Also that Christeson does not teach the modules being new 
modules and not just a subset of the old BIOS. The Examiner respectfully disagrees. 
Christeson teaches the flash memory area having blocks or "modules" and one of them 
being for recovery BIOS, thus having recovery and non-recovery modules (See Col. 2, 
lines 41-57). BIOS is used for booting a computer and thus are used for initialization, 
making the modules "initialization modules". Christeson also teaches additional BIOS 
region can be used to extend the system BIOS memory area, thus new and not just 
subset of old BIOS can be added (See Col. 2, lines 41-57). 

The Applicant also argues that Christeson only teaches a fixed address range 
and a fixed size. The Examiner respectfully disagrees. Christeson also teaches 
additional BIOS region can be used to extend the system BIOS memory area, thus not 
being fixed(See Col. 2, lines 41-57). 

The Applicant argues that Christeson does not teach evaluation and designating 
automatically the recovery modules. The Examiner respectfully disagrees. Christeson 
teaches dynamic updating the BIOS including separately updating the recovery BIOS 
(See Col. 2, lines 41-57). By placing an update in the recovery BIOS, the dynamic 
update is determined, or "automatically evaluated", to be a recovery module and is thus 
designated as such. A non-recovery module would not be placed in the recovery BIOS 
and thus would not be designated as a recovery module. 



Application/Control Number: 09/943,904 Page 15 

Art Unit: 2113 

The Applicant argues that Christeson and Wu have no motivation for combining. 
The Examiner respectfully disagrees. Christeson does not teach the computer system 
having an extensible firmware architecture, however Christeson does teach about 
updating the BIOS, rebooting in the process, and allowing for the BIOS region to be 
extended (See Col. 2, lines 41-57 and Col. 12, lines 50-57). Wu teaches updating a 
system BIOS which includes a Extensible Firmware Interface (See Col. 3, lines 45-52). 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the BIOS update of Christeson with the EFI of Wu. This would have been 
obvious to one of ordinary skill in the art at the time of the invention to do because the 
EFI is dedicated to the booting environment and supporting BIOS updating (See Wu, 
Col. 3, lines 45-52). 

The above clarifications have been included in the rejections. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph D. Manoskey whose telephone number is (571) 

272- 3648. The examiner can normally be reached on Mon.-Fri. (7:30am to 4pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on (571) 272-3645. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



March 16, 2007 
JDM 




